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CONFIDENTIAL/FILED UNDER SEAL
NOT TO BE OPENED EXCEPT BY ORDER OF THE COURT

DECLARATION OF LISA DELANTY’

I, Lisa Delanty, hereby declare as follows:

1. 1 am over eighteen (18) years of age. I have never been convicted of a felony or any criminal

offense involving moral turpitude, and I am fully competent to testify to the matters stated

herein. I have personal knowledge of every statement made in this Declaration and such

statements are true and correct.

2. 1 am Senior Manager, Consumer Products for Mattel, Inc. (“Mattel” or “Plaintiff”), a

California corporation. I make and submit this affirmation in connection with Mattel’s ex

parte application for: 1) a temporary restraining order; 2) an order restraining assets and

Merchant Storefronts; 3) an order to show cause why a preliminary injunction should not

issue; 4) an order authorizing bifurcated and alternative service and 5) an order authorizing

expedited discovery against the above-captioned Defendants (hereinafter referred to as

“Defendants”), Third Party Service Providers and Financial Institutions in light of

Defendants’ intentional and willful offerings for sale and/or sales of Counterfeit Products

(as defined infra) (“Application”).

3. Mattel. through its family of companies, is a leading designer, developer, marketer,

manufacturer and distributor of well-known children’s toys and games (Mattel Products”)

under its iconic brands, including, but not limited to: Barbie. Thomas & Friends, Hot Wheels,

American Girl and Fisher-Price (Mattel Brands”).

4. Mattel sells its Mattel Products worldwide through major retailers, quality toy stores and

Where a defined term is referenced herein and not defined herein, the defined term should be understood as it was
defined in the Complaint or Application.



online marketplaces.

5. One of Mattel’s most popular and successful brands is Thomas and Friends, which features

the main character Thomas the Tank Engine as a blue, cheery anthropomorphic steam

engine (“Thomas the Tank Engine”).

6. Thomas the Tank Engine was originally part of a children’s book series and lives on the

fictional island of Sodor and aspires to be a “Really Useful Engine,” which is the highest

praise possible for trains that are part of the Sodor Railway. Thomas the Tank Engine

encourages his fellow trains to be the best they can be, and imparts lessons about friendship,

altruism and perseverance.

7. Thomas the Tank Engine and the other train characters soon became an award-winning hit

around the world, launching a television spin-off series, Thomas & Friends, and a vast

range of commercial products, including trains and tracks, games, puzzles and books

(“Thomas & Friends Products”).

8. Thomas the Tank Engine has become so popular that in 2009, the Independent listed

Thomas the Tank Engine as one of the 100 people that make Britain a happier place — one

of only two entries that were not actual human beings.2

9. Thomas the Tank Engine’s global popularity and reach to children, and his unique focus

on empathy, collaboration and friendship, beginning in September 2018, the United

Nations and Mattel launched a two-year collaboration to introduce six (6) of the United

Nations’ seventeen (17) Sustainable Development Goals to preschool audiences through

Mattel’s Thomas & Friends Brand.3

2 Sudarshan Abrol, The Happy List 2009 — the 100, THE INDEPENDENT (April 19, 2009),
https::/www.indepenclent.co.uk/newsiuk/this—hritain the—ios—Iiappy—list—2009—the— 100— I 671 055.htm].

UNITED NATIONS, THOMAS & FRIENDS LAUNcI-I SDG COLLABORATION, Sept. 7, 2018, available at
https:iwww.uii.or s stainabledeveloii ent;bIoeJ2() 18. 09/uriited—nations—thornas—tHends—launch—sd—coflahorarion/.
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1 0. The Thomas & Friends Products global retail sales have totaled approximately $1 billion,4

and in 2017, more than 37 million Thomas & Friends Product engines were sold (more

than one for every second of the year).

II. While Mattel has gained significant common law trademark and other rights in its Thomas

& Friends Products, through use, advertising, and promotion, Mattel and its predecessors

in interest have also protected these valuable rights by obtaining federal trademark

registrations.

12. For example, Mattel, through its wholly-owned subsidiary Gullane (Thomas) Limited, is

the owner and/or licensee of U.S. Trademark Reg. No. 3,799,968 for

for a variety of goods in Classes 9, 16, 24, 25 and 28, U.S. Reg. No. 3,085,762 for

“THOMAS & FRIENDS” for a variety of goods in Classes 9, 16, 25, 28 and 41, U.S.

Trademark Reg. No. 3,500,987 for “THOMAS & FRIENDS” for a variety of goods in

Classes 3, 11, 14 and 24 and U.S. Trademark Reg. No. 3,531,151 for “THOMAS &

FRIENDS” for a variety of goods in Classes 18, 20,21 and 29 (collectively, the Thomas

& Friends Marks”). True and correct copies of the registration certificates for the Thomas

& Friends Marks are attached hereto as Exhibit A and incorporated herein by reference.

13. The Thomas & Friends Marks are currently in use in commerce in connection with the

Thomas & Friends Products. The Thomas & Friends Marks were first used in commerce

on or before the dates of first use as reflected in the registration certificates attached hereto

See Brookes Barnes, Thomas the Tank Engine to Receive a Mu/timillion-Dollar Sheen, THE NEw YORK TIMES (Dec.

30, 2012), available at https:iivwnvtimes.corn/2() 12/12.3 I husiness/media/nattcl—to—ive—thomas—tIie—laiil—enine—
a—multirnillicn—dollar—sheen.htrnl? rD.
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as Exhibit A.

14. U. S. Trademark Reg. Nos. 3.799.968. 3.085.762. 3.500,987 and 3.53 1.151 are valid.

subsisting and incontestable.

15. In addition, Mattel is also the owner and/or licensee of both registered and unregistered

copyrights in and related to the Thomas & Friends Products.

16. For example, Mattel, through its wholly-owned subsidiary Gullane (Thomas) Limited, is

the owner and/or licensee of U.S. Copyright Reg. PA 1-930-773, covering Thomas &

Friends: The Thomas Way, U.S. Copyright Reg. TX 7-953-676, covering Thomas &

Friends: Story Time Collection, U.S. Copyright Reg. TX 7-973-19 1, covering Thomas &

Friends: Special Delivery (Lift-a-Flap Sound Book), U.S. Copyright Reg. TX 7-973-196,

covering Thomas & Friends: Railway Race Day (Lift-a-Flap Sound Book), U.S. Copyright

Reg. TX 7-973-208. covering Thomas & Friends: I’m Ready to Read with Thomas (Play-

a-Sound book), U.S. Copyright Reg. TX 7-985-398, covering Thomas & Friends: I Can

Help Thomas (Play-a-Sound book), U.S. Copyright Reg. TX 7-992-119. covering Thomas

& Friends: Nine Favorite Tales (Little Golden Book Collection), U.S. Copyright Reg. TX

8-149-304, covering Thomas & Friends: Books & Blocks and U.S. Copyright Reg. TX 4-

442-061, covering Thomas the tank engine / by W. Awdry (collectively, the ‘Thornas &

Friends Works”). True and correct copies of the U.S. Copyright registration certificates

for the Thomas & Friends Works are attached hereto as Exhibit B and incorporated herein

by reference.

17. The success of the Thomas & Friends Products is due in part to Mattel’s marketing and

promotional efforts. These efforts include advertising and promotion through television.

Mattel’s website. retailer websites. print and internet-based advertising, placement of the

Thomas & Friends Products at dozens of authorized major retail outlets, both domestically
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and abroad, including New York.

18. Mattel’s success is also due to its use of high quality materials and processes in making the

Thomas & Friends Products.

19. Additionally, Mattel owes a substantial amount of the success of the Thomas & Friends

Products to its consumers and word-of-mouth buzz that its consumers have generated,

including events featuring Thomas & Friends Products and meetups for fans. These events

draw more than 8 million visitors each year, worldwide.

20. The Thomas & Friends brand is also very successful in connection with mobile phone apps

br children. For example, according to AppAnnie, a global provider of app market data

& trends, the Thomas & Friends iVlinis app on iOS (the Apple App store) was the number

one (1) most downloaded kids app in over 65 countries, and the number two (2) most

downloaded kids app in the United States, at the time of its launch in 2017.

21. Collectively, there are over 1.8 million fans on Facebook, Twitter and Instagram of Thomas

& Friends and Thomas & Friends content has more than 9 billion views on YouTube.

22. Mattel’s efforts, the quality of its Thomas & Friends Products, its marketing, promotion

and distribution efforts, and the word-of-mouth buzz generated by its consumers have made

the Thomas & Friends Products, Thomas & Friends Marks and Thomas & Friends Works

prominently placed in the minds of the public. Members of the public and retailers have

become familiar with the Thomas & Friends Marks, Thomas & Friends Works and Thomas

& Friends Products, and have come to associate them exclusively with Mattel. Mattel has

acquired a valuable reputation and goodwill among the public as a result of such

association.

23. Mattel has gone to great lengths to protect its interests to the Thomas & Friends Products,

Thomas & Friends Marks and Thomas & Friends Works. No one other than Mattel and its
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authorized licensees and distributors is authorized to manufacture, import, export,

advertise, offer for sale, or sell any goods utilizing the Thomas & Friends Marks or Thomas

& Friends Works without the express permission of Mattel.

24. In light of the success of Mattel, it and its Thomas & Friends Products have become targets

for unscrupulous individuals and entities wishing to exploit the goodwill, reputation and

fame of the Thomas & Friends Products, Thomas & Friends Marks and Thomas & Friends

Works, and Mattel routinely investigates and enforces against such activities.

25. As part of these efforts, Mattel authorized Epstein Drangel LLP (“Epstein Drangel”) to

retain New Alchemy Limited (“NAL”), a company that provides intellectual property

infringement research services, to investigate and research manufacturers, wholesalers

and/or third-party merchants offering for sale and/or selling Counterfeit Products on online

marketplaces such as eBay.com, which allows manufacturers and third-party merchants,

like Defendants, to advertise, distribute, offer for sale, sell and ship their retail products,

originating from China, directly to consumers worldwide and specifically to consumers

residing in the U.S. (hereinafter. “eBay”).

26. Through NAL’s investigative and enforcement efforts, Mattel learned of Defendants’

infringing and counterfeiting actions, which vary and include, but are not limited to,

manufacturing, importing, exporting, advertising, marketing, promoting, distributing,

displaying, offering for sale and/or selling counterfeit and/or infringing Thomas & Friends

Products bearing the Thomas & Friends Marks and/or one or more of Thomas & Friends

Works, and/or bearing marks and artwork that are confusingly or substantially similar to

the Thomas & Friends Marks and/or Thomas & Friends Works, and/or are identical or

confusingly or substantially similar to the Thomas & Friends Products (“Infringing

Products” or “Counterfeit Products”) to U.S. consumers (including those located in the
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state of New York) through Defendants’ Merchant Storefronts on eBay.

27. Through visual inspection of Defendants’ listings for Counterfeit Products (‘Infringing

Listings”), Mattel confirmed that each Defendant is using at least one of the Thomas &

Friends Marks and/or displaying one of the Thomas & Friends Works in the Infringing

Listings without authorization, and that the products that each Defendant offers for sale

using and featuring virtually identical copies of the Thomas & Friends Marks and/or

Thomas & Friends Works are, in fact, Counterfeit Products.

28. Mattel also confirmed that Defendants are not, nor have they ever been, authorized

distributors or licensees of the Thomas & Friends Products. Mattel never consented to

Defendants’ use of the Thomas & Friends Marks or Thomas & Friends Works, nor has

Mattel consented to Defendants’ use of any identical or confusingly or substantially similar

marks or artwork.

29. Mattel’s inspection of the Infringing Listings revealed, among other things, improper

packaging, incorrect labeling, wrong coloring and below market pricing.

30. One of the principal reasons Mattel instituted an active anti-infringement enforcement

program is to protect its consumers from purchasing counterfeit and/or infringing products

and toys that wrongly bear Mattel’s name and may be unsafe or of poor quality, which is

of particular importance given that the Mattel Products’ primary consumer base is children.

3 1. Defendants’ intentional and deceitful misconduct has likely resulted in lost profits to Mattel

and has damaged the inherent value of the Thomas & Friends Marks, impaired Mattel’s

reputation for providing high-quality products, diluted Mattel’s brands and the goodwill

associated therewith, negatively affecting Mattel’s relationships with current customers

(including both retail customers as well as end consumers) and its ability to attract new

customers.
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32. Mattel has trained its counsel, Epstein Drangel, on how to identify infringing Thomas &

Friends Products. Epstein Drangel is available to identify additional differences between

the Counterfeit Products and authentic Thomas & Friends Products upon request of the

Court. Mattel keeps its procedures to determine the authenticity of its Thomas & Friends

Products confidential to streamline and ensure accuracy of the identification process for

Mattel and its anti-infringement team.

33. Neither I, nor anyone else at Mattel, to the best of my knowledge, have publicized this

Application or Mattel’s intent to seek entry of a temporary restraining order against

Defendants to any third party.

I declare under the penalty of perjury under the laws of the United States of America that to

the best of my knowledge the foregoing is true and correct.

Executed on this day of Q’&v’ 2018 in t\

By: LLivvt
Lisa Delanty
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DO NOT WRITE ABOVE THIS LINE. IF YOU NEED hORE SPACE, USE FORM GATTfCON.

TITLE:

a Thomas the Tank Engine
English translation:

(54CTvE DATE REGISTRATION

b DESCRIPTION OF THE WORK: (Check one or more)
literarywork text/illustrations
U musical work. including any accompanying words
C dramatic work. including any accompanying music
U pantomime or choreographic work

U pictorial, graphic, or sculptural work

D motion picture or other audiovisual work
C architectural work

U sound recording. created in

_______________(year)

4 OWNER(S) OF U.S. COPYRIGHT:• a Name Reed International Books Limited

Address: Haisbury House
35 Chancery Lane
London WC2A 1EL
England

L) Means by which copyright ownership was transferred
Iit owner as 001 iii. author)

Assignment of all U.S. rights
by contract.

attests that registration na ueit tiiaa. .w ... .....,
._....fled below.The information on this certificate has been UNITED STATES COPYRIGHTmade a part of the Copyright Office records.

REGISTRATION NUMBER

OFFICIAL SEAL STER OF COPYR(GHTS
United States of America

TX 4•442•061
tIliflIflhl11111

•1 O57la42i•

I

.. - - .41.1

_-c k3’ icñ)
Month Day

2 AUTHOR(S):a Name: The Reverend W. Awdry

Citizenship (when work ss create: United Kingdom
Domicile (when work was created). Uni ted Kingdom
Date of death: N/A

bName C. Reginald Dalby

Citizenship (when work was created): United Kingdom
Domicile (when work was created): Un i ted Kingdom
Dateofdeath Deceased

3 YEAR AND NATION OF PUBLICATION: (If work was pubLished, give the year and nation in which it was first published)
Year. 1946

Nation United Kingdom

APPLICATION RECEIVED

Iab 1t.. t,7
DEPOSIT RECEIVED

Fil 1U.7
g FUNDS RECEIVED

ftb 1U.7 4g
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PREVIOUS REGISTRATION: II this work was ever registered in the U.S Copyright Office, give the registration number and year ii known:

DEPOSIT ACCOUNT If the registration lee is to becharged to a deposit account established in the CopyrightOfhce, give thename and numberof that account. Do not give credit card information on this form.
NameV Account Number V

CORRESPONDENCE Give the name and address to which correspondence about this application should be sent D Same as space 4a
Alexandra Nicholson, Esq. Sameasspace9

Lankenau Kovner Kurtz & Outten, LLP
1740 Broadway, 25th Floor
New York, New York 10019

AreaOCOUntnCOdfldTephoneNUmber a 2124898230 Fax Number . 212-489-8340
CERTIFICATION’ I. the undersigned. hereby certify that I am the; (Check one)

0 Author

O Owner of U. S copyright
Agento1 Reed International Books Lted

(Name of author or owner of U.S. copyright)
of the work identified in this application and that the statements made byrne in this application are correct to the best of my knowledge

6

7

—

9.

UAIL
I • Compiet. a:iNceisa, spacesCERTIFICATE NameV Alexandra Nicholson, ESq.TO I

Lankenau Kovner Kurtz & Outten, LLPF
.I 2. NOniIia’4 tang 5,C.rtIllcate I 1740 Broadway, 25th Floor paylbia to fiigaaw, DI CopyngflhawIlib. k—

maIId In a Cey!Stai./ZIPJN.i.onV

WIndOW New York, New York 10019 URAAQATI5IEIIn,QIIaIa’O•nv•Iope So.rtnwee Sii P0 Boa 72400
WIiflnton DC 2002411 S Aa. .rrr,.Ia,atn Prtraat aaW.nnatg5.sJfl.4a4.,—17 u Sc 4 506ie Any p.’son wto knowngiy makes I I.is. r.prwitlhon eta matinal tact s the appi.catm lo copyngta r.ga’trason pmmded toe by lichen 409. miny wnttin .tairnr.i Ilid m COflfleCl.Onwet It. a0Pi.cstOt. ihall Dl Imli Sot no.. than 92.500

Sapiribe’ 1—1ooooa e PRiNtED Ott RECYCLED PAPER US. GOVERI4h4ET PRINTING OfFICE I99$-3a7.237120.015

Tvpedorprintedname: Alexandra Nicholson, ESQ. Date; February 14 , 1997
H.n4ritten ug..taee

SOU $USt

55510 AL EJ.ESIENTh
IN flit SA5 PACKAGE:

14*4. TO:
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Certificate of Registration

Title

This Certificate issued under the seal of the Copyright
Office in accordance with title 17, United States Code,
attests that registration has been made for the work
identified below. The information on this certificate has
been made a part of the Copyright Office records.

A
United States Register of Copyrights and Director

Registration Number

TX 8-149-304
Effective Date of Registration:
June 09, 2015

Title of Work:

Compietion/Publication

Year of Completion:
Date of 1st Publication:

Nation of 1t Publication:
International Standard Number:

Author

Thomas & Friends: Book & Blocks

2014
March 01, 2015
United States
ISBN 9782764330739

• Author:
Author Created:

Work made for hire:
Domiciled in:

Copyright Claimant

____

Gullane (Thomas) Limited
text, artwork, Sculpture
Yes
United Kingdom

Certification

Copyright Claimant: Gullane (Thomas) Limited
149 Tottenham Court Road, London, W1T7NF, United Kingdom

Name: Lynn A. Whelan
Date: JuneO3,2015

Page 1 of 1
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